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April 11, 2008

Re: Comments: on Draft Manual of Patent Procedure and Practice

Dear Mr. Karar,

This is in continuation to our letter dated March 20, 2008 in the above mattér.

There were some errors in our comments sent to you. We have now corrected

said errors and are enclosing our comments again.

Please acknowledge the safe receipt.

Encl: as stated above

CC:

V. Ravi

Controller General of Patents, Designs and Trademarks
Patent Office

Mumbati

\)n{. N. R. Seth

Assistant Controller of Patents and Designs
Patent Office
Kolkata
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POINTS OF CONCERN

1. Section 2(1)(j)

Section 2(1)(j) defines invention as a new product or a process involving an
inventive step and capable of industrial application. The word “new” means
not published anywhere in the world and not used in India only, in view of
section 13 & 25. This is referred to as relative novelty.

Section 2(1)(l) dcfmcs “new invention” which means any invention or
technology which ar)"‘vg_,mt anticipated by any reference’ in any publication
used in any l.ount" ,f'!;?cl.;c where in world before thé date of filing the
patent apphcatlo _I/It “complete specification that is ‘the subject matter
has not fallen in publlc domain or that it has not for med the part of the
state of art. This definition refers to absolute novelty.

Remarks: In the light of above section 2(1) (ja) read with section 13 and 25
relates to relative novelty while section 2(1)(l) relates to absolute novelty.
These two sections are not in harmony. The “Draft Manual of Patent
Procedure and Practice” does not reflect this issue. A guideline may kindly
be provided with regard to these two sections in draft manual.

2. Section 2(1)(ta):

Section 2(1)(ta) defines pharmaceutical substance as any new entity
involving one or more inventive step. This definition does not define the
pharmacwtmal substance. It may be clarified that “what the new entity
means” whether it mcanc thc new chemical entity or new pharmaceutical
entity this point nmwbe ‘clarified in the “Draft Manual of Patent Procedure
and Practice”.

3. Section 3(b):

The word “animal” in section 3(b) has not been defun.d it is not clear
whether the invention relating to Fkilling rats in agriculture field will fall
within the scope of sections 3(b). Heedless to mentiodiitithat Prevention Of

Cruelty Among AnimalsiAct is in force.

4. Section 3(d):

......

whether it is economic effu_agy industrial efficacy or fumtlonal efflcacv
This matter may be clarified in the “Draft Manual of Patent Procedure and
Practice”. Further, patent office is known as record Offlu:‘ for conducting
novelty search and have no means to determine the functlonal efficacy.

Anand and Anand 1



Section 3(d) suggestithat a new form (different'size, polymorph, etc. of a
known substance)ithat results in an g.nhanc.emenf of the known efficacy is
patentable. It"is NOt possible to have *a standard numerical value for
efficacy for all pharmaceutical products.

Further, the interpretation of the term “efficacy™ should not be limited to
only pharmacological and therapeutic efficacy as nowhere does the Act
define the term as such. This expression can include therapeutic and or non
therapeutic efficacy such as improved thermodynamic stability, economic
efficacy, reduced microbial drug resistance etc. Further section 3(d) need
not apply only in case of pharmaceutical industry but also agrochemicals,
and hence interpretation of efficacy as to only therapeutic efficacy
becomes incorrect in the context of section 3(d).

According to the laws of interpretation, the term and expressions used in
the statute have to be interpreted so as to justify the purported logical
conclusion and not with a view to render a provision ineffective and
infructuous.

5. Section 10(4A):

Section 10(4A) states that in case of intcrmtional application designating
India, the title, description, drawings, abstract & claims filed with the
application shall be taken as complete specification for the purpose of this
Act. ~

Since some of Lilie! invention are not p1tent15 inder -the Indian Patents
(Amendment 32005, such as program’pioduct ‘or business method
algorithm, mathematical method. In such casés where the applications
contains claims or description relating to these inventions, can the
applicant in order to save the cost delete these claims while filing the
application. Different practices are prevailing in different patent offices. A
guideline in the “Draft Manual of Patent Procedure and Practice” appears
to be necessary. . ' '

6. Section 3(k):

Under section 2(1)(j) invention means a new product or process involving an
inventive step and capable of industrial application.” The new process
includes software processes, if the software process is new, involves an
inventive step and capable of industrial application it is patentable
invention. '

In this connection we wish to point out that the di'ffere‘n,‘t patent offices are

following different practices in granting patents in thc field of software.
Here we wish to point out the following paragraph from the “Draft Manual
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of Patent Procedure and Practice”, which read inconsistent with each
other and causes confusion.

11.4 A hardware implementation performing a novel function is not patentable if
that particular hardware system is Fnown ar is obvious irrespective of the
function performed.

11.6 The method claim should clearly define the steps invadved in carrying out the
inmvention. It should have a technical character. In other words, it should solve
a technical problem. The claims should incorporate the details regarding the
mode of the implementation of the invention via. hardware or software, for
better clarity.

11,6 A claim directed to a technical process which pracess is carried out under the
control of a programme (whether by means of hardware or saftware), cannat
be regarded 3}74‘ w"clatm_,, ta a computer pragramme as such.

i

1.7 A novel -olgltldn‘ to a problem relating tof,thé"internal operations of a
computer, although comprising a program o’r "fuhiuutm‘. will necessarily
invalve technological features of the cnmpute? haldwu/e or the manner in
which it aperates and hence may be patentable"‘ o

11.8 An invention consisting of hardware along with software or computer pragram
in order to pei form the junction of the hardware _may be  considered
patentable. e. g embedded systems.

Unfortunately, neither the Indian Patent (Amendment) Act, 2005 nor the
Patents (Amendment) Rule, 2006 define a mathematical/business method or
a computer program per se or an algorithm. Under such circumstances, it
may be necessary to rely on the practices built up under articles 52(1),
52(2) & 52(3) of the EPC, where similar provisions corresponding to the
provisions of IP Act 2005 under section 3(k), 3(m) & 3(n) exists.

A program producing technical effect or program having technical character
is permissible in EPO. In this connection we would like to mention that the
following basic case laws are applicable under the Indian Patent
(Amendment) Act, 2005.

Vicom Systems’ Application (1987)

Koch vs Sterzel (1988)

Colour Television Signal (1990)

IEM/Text Proce"mo (1990) (Hot permissible)

Computer Program Product IBM (1990} under thr case program mwust be
considerad p1tc|‘|tablt-' when they have technical cluractw

General Purpose Mangement System / SOHE) (1905)

Diamond vs Dhier

Anand and Anand 3



o Further, software inventions used for improving the internal performance of
the computer resources- a technical problem and reaches a technical result
constitutes an invention.

o Inventions used for controlling, measuring & ‘té€sting process are a fit subject
matter for the grant of patent.

e Inventions used for external data processing for instance an image
processing system, inventions relating to clieht server interaction through
internet for secure transmission of biometric datd are permissible.

o Method of numeru.al conversion does not cohstitute an invention under
section 3(Kk).

e A computer program having a technical effect and providing a technical
solution should be allowed without constrains of hardware.

In view of above software related invention may be patentable if
accompanied by a novel and non obvious technical effect which adds the art
of technology.

7. Rule 24B(2)

The patent rules frequently refers to the word “ordinarily” for instance in
rule 24B(2) but has not kzen explained in the “Draft Manual of Patent
Procedure and Practice”. It may be seen from patent office record that
the applicants’ have'filed the request for examination but the examination
report have not been issued for more than two years. It may please be
clarified in the “Draft Manual of Patent Procedure and Practice”, what is
the meaning of the word “ordinarily”.

The letter from the patent office informing the applicant that the
application is found in order for grant is issued bv the Patent Office.
However, the Letters Patent is issued after2-3: "yv='ns Once the word
“ordinarily” is explained, it will smoothen thgf tionifg of patent office.

Considering the fact that we do not have® any. patént telm extension
provision, this point becomes extremely important:

8. Section 11(A):

The publication under section 11A(2) if not made ordinarily within one
month of time, the purpose of section 11A(2) is defeatcd as it serves to
accelerate the grant by early publication, as early pubhcatlon results in
early examination and grant.

Anand and Anand 4



Filing amendments or divisional Patent application before the grant
under section 57 and section 16 of the Pateht Act. Mo practice has been
laid down in the manual practice with regard ‘to filling of amendment and
divisional application before the grant, in view of the fact that the patents
are granted much after the intimation letter of:grant is issued.

10. Tendency of the patent office to abandon the application under section
21

In this connection we are enclosing 3 case laws as annexure 2, 3 & 4 where
the High Court either in a writ or in an appeal has remanded back the
application to a Controller to hear the caseand decide. It has been noticed
that even if the : apphc*mt submits his ﬁrst lespomc within a month or two
at the Patent office, the Patent Office ,takes Up the application for further
examination just one month before théilast date. The “Draft Manual of
Patent Procedure and Practice” has specified that 10 days notice should
be given for hearing. However, in rule 28(3) the Controller can hear the
applicant within such shorter pcnod dependmo upon the circumstances of
the case. Needless to mention that the principle of natural justice is
denied, if the Controller refuses to hear the applicant.and just abandons
the application under section 21. Accondnwly; S l«.questcd that some
guideline may kindly be issued in this reaoar' -

It has also been noticed that the co “issued a fresh official
objection on the last day. This should be stopped in view of the
Controller’s instructions issued earlier from:time to time. Further, there
is no provision under the act or the rules t0-issue further examination
report.

11. Section 25(1):

From the act & rules it may be seen that it is mandatory for the Controller
to hear the opponent, if he has requested. Some patent offices do not even
hear the applicant while hearing the opponznt which is against the natural
justice. Accordingly a guideline should be given that both the partizs should
be heard & before hearing the decision.

12.Section 107A:

Section 107A(a) is not clear with respect. to “selling or importing”. This
may be clarified by way of example in the ofﬁcnl manual.

Anand and Anand 5



13.

14.

15.

16.

Under section 107A(b) “who is the person duly authorized” under the law. A
clarification may kindly be given in the office manual.

Chapter XIX

Chapter XIX of the Indian Patents (Amendment) Act, 2005, does not define
where the aggrnieved party should file an appeal against the IPAE order
whether before the division bench of the High Court or Supreme Court.

Difference between “in order for grant” and “grant”:

There is a confusion regarding the grant date, whether the date should be
when the intimation: lt.'ttcl leaaldmo grant is lSSLIc'd or some other arbitrary
date. This causes ‘confusion wl'nle filing the amendments or divisional
application unaer section 57 and 16. Thus a difeétion may be given in the
manual.

Fee in respect of sequence listings

Sequence listings have to be provided in electronic form only to aid in
searching. Therefore no fee should be payable in respect to the paper
version of the sequence listing. '

Section 10(5)

The Examiner while examining the application finds independent claims
usually raises an objection of plurality of distinct inventions without looking
at common inventive concept of the invention. In this connection we would
like to mention that section 10(5) is the same as 12 bis of PCT Rules. We
suggest that the Patent Office should look to the independent claims as
allowable as such; before issuing the examination report and a guideline to
this effect be provided.

17. Practice regarding claim language

The Patent Office often objects to the words ‘of”, a«.cordmo to’ etc. and
are forcing the application to amend the claims ty “as’ claimed in’ which is

incorrect.

18. Proof of right’

The Patent Office is insisting for proof of right in every case whereas the
proof of right is necessary only when a provisional followed by complete
application is filed or in the case of convention application where the

Anand and Anand 6
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original applicdntizassigns the right to another person. Accordingly the
Offl(_P manualEhstHA B dvide guidelines.

19. Rule 138
The Patent Office dﬁslrev one to file a petition within one month extended
time, which is’incorrect. Rule 138 requires that pL.tItluI'l should be filed

prior to the deadline for extension.

The above points:cléarly illustrate that the patent office needs to issue
guidelines whigh'aré not in conformity with the patent law.

Anand and Anand 7
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POINTS OF CONCERN

1. Section 2(1)(j)

Section 2(1)(j) defines invention which means a new product or a process
involving an inventive step and capable of industrial application. The word
“new” means not published anywhere in the world and not used in India
only, in view of section 13 & 25. This is referred to as relative novelty.

Section 2(1)(l) defines “new invention™ which means any invention or
technology which are not anticipated by any reference in any publication
used in any country or elze where in world before the date of filing the
patent application with complete specification that is the subject matter
has not fallen in public demain or that it has not formed the part of the
state of art. This definition refers to absolute novelty.

Remarks: In the light of above section 2(1) (j) read with section 13 and 25
relates to relative novelty while section 2(1)(l) relates to absolute novelty.
These two sections are not in harmony. The “Draft Manual of Patent
Procedure and Practice” does not reflect this issue. A guideline may kindly
be provided with regard to these two sections in draft manual.

2. Section 2(1)(ta):

Section 2(1)(ta) defines pharmaceutical substance, which means any new
entity involving one or more inventive step. This definition does not define
the pharmaceutical substance. It may be clarified that “what the new
entity means” whether it means the new chemical entity or new
pharmaceutical entity. This point may be clarified in the “Draft Manual of
Patent Procedure and Practice”

3. Section 3(b):

The word “animal” in section 3(b) has not been defined. It is not clear
whether the invention relating to Filling rats in agriculture field will fall
within the scope of section 3(b). tHeedless to mention that Prevention Of
Cruelty Among Animals Act is in force.

4, Section 3(d):

The word “efficacy™ under section 3(d) has not been defined. It is not clear
whether it is economic efficacy industrial efficacy or functional efficacy.
This matter may be clarified in the “Draft Manual of Patent Procedure and
Practice”. Further, patent office is known as record office for conducting
novelty search and has no means to determine the functional efficacy.
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Section 3(d) suggest that a new form (different size, polymorph, etc. of a
known substance) hat results in an enhancement of the known efficacy is
patentable. The erplanation te the said section only aids in the
interpretation of the operative part and states that the enhancement of the
known efficacy should be a result of a significant difference in properties in
properties with regard to efficacy. a

Section 3 (d) should not be interpreted as demanding a significant
difference in efficacy. Section 3(d) does not require a significant
difference in efficacy to make an invention qualify for a patent. As can be
interpreted from the explanation section 3(d) requires a significant
difference in properties to result in an efficacious because it is not
possible to have a standard numerical value for efficacy for all
pharmaceutical products.

Further, the interpretation of the term “efficacy™ in section 3(d) should not
be limited to only pharmacological and therapeutic efficacy as nowhere
does the Act define the term efficacy to mean only pharmacological and
therapeutic efficacy and this espression can include therapeutic efficacy
and /or non-therapeutic efficacy such as improved thermodynamic stability,
economic efficacy, reduced microbial drug resistance efc.

According to the laws of interpretation, the term and eapressions used in
the statute have to be interpreted so as to justify the purported logical
conclusion and not with a view to render a provision ineffective and
infructuous.

5. Section 10(4A):

Section 10(4A) states that in case of international application designating
India, the title, description, drawings, abstract & claims filed with the
application shall be taken as complete specification for the purpose of this
Act.

Since some of the invention are not patentable under the Indian Patents
(Amendment) Act, 2005, under section 3 and 4. In such cases where the
applications contains claims or description relating to these inventions, can
the applicant in order to save the cost delete these claims while filing the
application. Different practices are prevailing in different patent offices. A
guideline in the “Draft Manual of Patent Procedure and Practice” appears
to be necessary.
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6. Section 3(k):

Under section 2(1)(j) invention means a new product or process involving an
inventive step and capable of industrial application. The new process
includes software processes, if the software process is new, involves an
inventive step and capable of industrial application it is patentable
invention.

In this connection we wish to point out that the different patent offices are
following different practices in granting patents in the field of software.
Here we wish to point out the following paragraph from the “Draft Manual
of Patent Procedure and Practice”, which read inconsistent with each
other and causes confusion.

4.11.4 A hardware implementation performing a novel function is not patentable if
that particular hardware system is Fnown ar is obvious irrespective of the
function performed.

4.11.60 The method claim should clearly define the steps invalved in carrving out the
invention. It should have a technical character. In ather words, it should solve
a technical problem. The claims should incorparate the Jdetails regarding the
mode of the implementation of the invention via, hardware or software, for
better clarity.

4.11.6 A claim directed to a technical pracess which process is carried out under the

control of a praogramme (whether by mean: of hardware or software), cannot
be regarded as relating tax a computer programme as such.

4.11.7 4 novel solution to a probdem relating to the internal operations of a
computer, although comprising a prazram or subroutine, will neceszarily
imvolve technological features of the computer hardware or the manner in
which it operates and hence may he patentable. :

4.11.8 An invention consisting of hardware along with software or computer program
in order to perform the function of the hardware may be considered
patentable. e.g., embedded systems.

Unfortunately, neither the Indian Patent (Amendment) Act, 2005 nor the
Patents (Amendment) Rule, 2006 define a mathematical/business method or
a computer program per se or an algorithm. Under such circumstances, it
may be necessary to rely on the practices built up under Articles 52(1),
52(2) @& 52(3) of the EPC, wihere similar provisions corresponding to the
provisions of IP Act 2005 under section 3(F), 3(m) & 2(n) exists.

A program producing technizal effect or program having technical character
is permissible in EPO. In this connection we would like to mention that the
following basic case laws are applicable under the Indian Patent
(Amendment) Act, 2005.

March
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1. Vicom Systems’ Application (1987)

2. Koch vs Stenzel (1988)

3. Colour Television Signal (1990)

4. IBM/Text Processing (1990) (Hot permissible)

5. Computer Program Product IEM (1990) under this case program must be
considered patentable when they have technical character.

6. General Purpose Mangement System / SOHEI (1995)

7. Diamond vs Dhier

e Further, software inventions used for improving the internal performance of
the computer resources- a technical problem and reaches a technical result
constitutes an invention.

e Inventions used for controlling, measuring & testing process are a fit subject
matter for the grant of patent.

e Inventions used for external data processing for instance an image
processing system, inventions relating to client server interaction through
internet for secure transmission of biometric data are permissible.

e Method of numerical conversion does not constitute an invention under
section 3(k).

7. Rule 24B(2)

The patent rules frequently refers to the word “ordinarily” for instance in
rule 24B(2) but has not been explained in the “Draft Manual of Patent
Procedure and Practice”. It may be seen from patent office record that
the applicants’ have filed the request for examination but the examination
report have not been issued for more than two y=ars. It may please be
clarified in the “Draft Manual of Patent Procedure and Practice”, what is
the meaning of the word “ordinarily”.

The letter from the patent office informing the applicant that the
application is found in order for grant is issued by the Patent Office.
However, the Letters Patent is issued after 2-3 years. Once the word
“ordinarily” is explained, it will smoothen the functioning of patent office.

8. Filing amendments or divisional Patent application before the grant
under section 57 and section 16 of the Patent Act. No practice has been
laid down in the manual practice with regard to filling of amendment and
divisional application before the grant, in view of the fact that the patents
are granted much after the intimation le=tter of grant is issued.
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9. Section 11(A):

The purpose of section 11A(2) is defeated as it serves to accelerate the
grant by early publication as early publication results in early examination
and grant.

10. Tendency of the patent office to abandon the application under section
21 _

In this connection we are enclosing 3 case laws as annexure 1, 2, & 3 where
the High Court either in a writ or in an appeal has remanded back the
application to a Controller to hear the case and decide. It has been noticed
that even if the applicant submits his first response within a month or two
at the Patent office, the Patent Office takes up the application for further
examination just one month before the last date. The “Draft Manual of
Patent Procedure and Practice” has specified that 10 days notice should
be given for hearing. However, in rule 28(3) the Controller can hear the
applicant within such shorter period depending upon the circumstances of
the case. Heedless to mention that the principle of natural justice is
denied, if the Controller refuses to hear the applicant and just abandons
the application under section 21. Accordingly it is requested that some
guideline may kindly be issued in this regard.

It has also been noticed that the controller issues a fresh official
objections on the last date. This should be stopped in view of the
Controller’s instructions issued earlier from time to time. Further, there
is no provision under the Act or the rules to issue further examination
report.

11. Section 25(1):

From the Act & Rules it may be seen that it is mandatory for the Controller
to hear the opponent, if he has requested. Some patent offices do not aven
hear the applicant while hearing the opponent which is against the principle
of natural justice. Accordingly a guideline should be given that both the
parties should be heard before the decision.

12.Section 107A:

Section 107A(a) is not clear with respect to “selling or importing”. This
may be clarified by way of example in the official manual.

Under Section 107A(b) “who is the person duly authorized” under the law.
A clarification may Findly be given in the office manual.
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Chapter XIX of the Indian Patents (Amendment) Act, 2005, does not define
as to where an appeal against the order of IPAE should lie either before the
division bench of the High Court or Supreme Court.

13. Difference between “in order for grant;’ and “grant’’:

There is a confusion regarding the grant date, whether the date should be
when the intimation letter regarding grant is issued or some other arbitrary
date. This causes confusion while filing the amendments or divisional
application under section 57 and 16. Thus a direction may be given in the
manual.

14.Fee in respect of sequence listing:

Sequence listings have to be provided in electronic form only to aid in
searching. Therefore no fee should be payable in respect of fee for
sequence listing (in paper form).

15. Section 10(5):

If the Examiner while examining the application finds independent claims is
tempted to raise plurality of distinct invention without looking at common
inventive concept of the invention. In this connection we would like to
mention that section 10(5) is the same as 12 bis of PCT Rules. We suggest
that Examiner should look to the independent claims allowed in PCT claims
before issuing the examination report.
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upon application made by any of the partics, and after giving all

parties concerned an apportunity of being heard, give such directions:

as he thinks fit for enabling -the application to be proceeded with in
the name of one or more of the parties alone, or regulating the
manner in which it is to be prucegdud with.%® The application should
be made on Form 12 and should be accompanied by a statement
setting out the facts and the directions sought. The Controller will -
send a copy of the applicaiion to 'é.v'e-ry othef joint applicant.s®

 Time for complymg with office nqmrements.—-lf the applicant does

not comply with thé requirements of the office within fifteen months
from the date on which the first statement of objection was for-
warded by the Controller, the applicaiion will be deemed to have
been abandoned.S! The objections may relate to the application or to

-the complete specification. Where the 1pplu ation, specificaiion, or any

document filed in conneciion with the application is returned to the
applicant for meeting some requirements, the amended documents
should be refiled within the prescribed pumd, failing which the
apphballou will be deemed to be abandoned.’? The period of fifteen
months may be exiended by the Controller by a further three months
if the applicant makes a request o that effect on Form 5 withia: the
fifieen months’ period.®® If on the expiry of the fifteen months’ period
(or the extended perind) an appeal to the High Court is pandmg, the
period for complying wiih the rs.qulromgnt:. of the office will, on an

application made by the applicant before the mpuaunn of the said

period, be extended until such date as the High Court may dctermme 64,
If the time for fling appeal has not expired, the Controller may
extend the fiftéen months’ period (or the extended eighieen months’
period) uatil the expiration of such further period as he may deter-
mine.®® This is subject to any extension of time that may be granted
by the High Court, in the appeal, for complying with the requirements
of the Controller.%6 '

59 Ss. 20(5) and 20(3)(d).

60 Rule 3i.

-|

21(1). In Elkem-Spigerverket A/s v Controller General of Patents, =
DPD 498 (Writ Petition) the order of the Controller General treating an
application as deemed to have bezen abandoned under section 21 was set
-aside as-no notice was given to the applv ant’ aud no opportunity given ta.
“them for showing cause..

62 Explan.utlon o S. 21(1). Sce o Pensalt Chemizals C Corporation’s Appln...

(1968) RPC 27.

63..8. 21(2) and Second Schedule.

64 S..21(3).
65 S. 21(4).

66 S.-21(4) proviso.

71
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IN THE HIGH COURT OF DELHI
Writ Petition (Givil) No. 6836/2000

Judgment reserved on: 20 January, 2008
Date of decision : February 25, 2008

Ferid Allani ‘ .Petitioner
through: Ms. Shwetasree, Advocate
VERSUS
UOI & Ors. ....Respondents

through: Mr. J.F. Sengh, Advocate

CORAM:
HON'BLE MS. JUSTICE GITA MITTAL.

1. Whether reporters of local papers may be allowed  to see

the Judgment? Yes
2. Tobe referred to the Reporter or not? . Yes
3. Whether the judgment should be reported in
the Digest_? Yes
GITAMITTAL, J

1. By this writ petition, the petitioner assails the communication dated 21%
Sepiember, 2005 wherehy the Contrcller of Patents and Designs omitted
certain objections in the patent application of the petitioner and at the same
Ume, informed the petidoner that the last date of pulting the application in
order for acceptance will cxpire on 21% September, 2005. Inter alia this
cominunication iz assailed on the ground that the same was received by the -
peliticner only on the 24™ -c:f September, 2005 and conseguenlty, the
petiticner has besn deprived of an oppartunity of complying with the

requirements comnunicated in ths sama,

WP (2 Na. 6536/06 Pagz Ne.o 1af 31
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2. Tthas further been contended that as notified by the respondent no. 2 in
the eonununication, it has treated the patent application of the petitioner as
having been abandoned. The challenge is on the ground that the
communicatien and the action of the respondent is patently illegal and liable
to be set aside and quashed.

2 The facls giving rise to the present writ petition have to be examined
upon a considerabion of the scheme of the Patents Act, 1970. The statutory
provisions which are also required to be examined are these which were
applicable on the date of consideraiion of the petitioner's application.

4.  The petitioner submitted an Indian Patent Application no.
IN/PLT/2002/06705/DEL on the 17 of July, 2o002. A request for
examination of the saine was submitied on 19® November, 2004 which was
within a period of two yzars and seven months of making of the application.
The respondent no. 3, that is the Examiner of the Patent and Designs, issued
the first examinabion report on the 21% February, 200s5.

5. It now becomes necessary to examine the statutory scheme which

overns the undertaking of an examination of the patent application. In

o

accordance with stipulations contained in Section 11{A) of the Patent Aet,
1970 read with Rule 24 of the Patent Rules, 2003, the patent has to be
publizhed in the Gazetie after 'r;\;piry of 1% months fromn the date of filing of
the patent application.

The applicant for the patent has to file a request for its examination

WP (C) He. 6336708 Page Mo 2 of 3]



uriler Section 11(B) read with Rule 24(B)() within 36 monils from the date
of the application or its date of prierity or within 12 months from 1% J anuary,
2005, whichever is earlier.

The petitioner submitted this application on the 19™ November, 2004,

within a period of two years and seven months of the making of the
applicaﬁép, .
4, The Ii\:aminer of Patents, .respondent no. 3 has to examine the
application in aceordance with the provisions of Secion 12 of the statute and
subnnit the examination report within three months of the date of reference of
the application for examination.

In the instant case, the first examination repost vQ‘as issued by the

respondent no. 3 en the 21% February, 2005.
7. The next step prescribed under the yules is the right of the petitioner to
respond o the first examinavion report Such response has to be submitted in
compliance with Rule 244B1 {i) within a pzriod of six months from the first
statement of objections. Therefore, sush period ¢f six menths in the instant
case would have expired on or about 21® August, z0a5. Putting of the
applization in crder for grant under Section 21 includes a response to all
objections raised in the examinstion report and alss compliance with all
directions made thereunder aé stipulated in Rule 244 B}:f_.t)(i_\..

The rules, however, have permitted that this pariod of six menths may

be extended by a further period of three months when a request is made for

WP, () tdo. £835/00 Page No. 3 of 31



sich extension in the manner prescribed under Rule 24(B)4)({i).
8. Befure the expiry of the pericd of six months dn the 21% August, 2005,
the petitipner filed a request an 15° Jﬁly, 2005 seeking extension of the
pzricd to comply with the oljections and the first examinaticn report. The
2xtensinn was.allowe.d by the respondents and thevpetitioner was permittid
estension of one month i.e. upto 21* September, 2005 te file his reply.
9. There {s no dispute that the peﬂﬁongr | filed his reply on the 17®
Sepiember, 2005 which was three days prior to the expiry of the period of one
month. The respondent has disputed that the petitioner submitted his reply
on the 17" September, 2005 and has centended that thé same was given only
on the 19® September, 2005,

Be that as it may, the position admittedly is that the same was within
the paricd as extended by the respondents.
10, However, the matter did not ¢od here. On the 21% September, 2005, the
respondent ne. 3 issued a second examination report contzaining a second set
of ohjections for the petitioner o respind to.  Apart from pointing out the
objections, the respondent no. 3 indicated that the last date for the petitioner
o put the application in arder for aceptance would expire on the 21%
September, 2005.
1. Ms. Shwetasree, learned counsel for the pe.tiﬁbn-zr has vehemently
contended that this second statzment of objections which was in the nature of

4 second examination report, wWas received by the petitioner only on 24®
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September, c00g.  Consequently, it was impossible for the petitioner to-
respond to the objections which h:;.d been pointed out by the respondents in
this communication. |
1z, Yet, without application of mind and without consideration of the legal
principles which would apply in the instant ca;se, it has been submitted that
the raspondents are treating the pstitioner's patent application as abandoned
withont even communicating a formal order or a speaking order on the same.
This action of the respondents and the communication dated 21* September,
2003 have been assalled by the pettioner bafore this court in the present writ
petition. |
13.  The issue which has been raised by the petitioner primarily arises out of
on the interpretaticn of the exprassion “within the time preseribed” in Section
21 of the Patents Act with respect to the pelitioner putting an application for
greint of a patent. The petitioner has submitted that the A=t and the rules
framed thereunder are silent on the time limit after which it is to be
considerzd that the applicant has failed to put an applicatiom in order for
grant of the patent after a second oy more statement of ebjzctions are issued
by the patent office.

14. It is urged, that the outer limit of six months extendable by the three
monilis period undzr Rulz: 2.;{13)({] and (ii} relates to the first examination
report alone and wouald net control or restrict the second examination report

or multiple statement of objections which are vsually issued by the patent
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office.
15. The argument is that, in any case, the period which is prescribed under
Rule 24(BH43(i} and {ii) is dira’:ctc!'lj;' and cannot be mandatory nor can the
same be read to the prejudice of the applicant to depriv @ the applicant of hiz
substantve right of grant of the patent inasmuch as the rule concerns
procedural aspects of the matter alone.

1. The action of the respondents is also assailed on grounds of violation of
principles of natural justice and statutcsr:} violation inasmuch as fhe
mandztory procedure for hearing in ap applization where objections have

been raised ag prescribed under Section 14 of the Act has been ignored.
According o the pf:titione'.r, there was no act on thz part of the
‘petiljoner which could L‘:ad into a eonclusion of an e:q.nressed intention on the
part of the petitioner to abandon its applicatdon and consequently, the
respondents have grossly erred in the manner in which thay have proceeded

in the instant case,
17.  The writ petiticn has been spposed by Mr. J.P, Sengh, learn2d counsel
for the respondents primarily en the ground that the respondents are justified
in helding that there was deemad abandonment of the petitioner’s application
on the provisions of Sechion 21,

[t has further been urosd that the letter dated 217 Septembaer, 2005 was
not complied with by ihe petidoner who was informed of the objections on

the same date even though there was no service of the communication.

W.F. () Mo. 653605 Page New 6 of 31



18 Huving heard learned counsel for the parties at length, I find that the
firest issue which requires to be considered is the impact of the deemed
abandonment of an application for grant of patent. The impact is prescribed
inasmuch gs the applicant iz deprived of the valuable rights which flow in
favsur of any invention as are guaranteed under Section 48 of the Patents Act.
Furthermors, undey the statutory schete, an appeal has besn provided from
any decision, order or direction made or issued under th2 Patents Act, 1070
by the Central Government or from any act or order of the Controller for the
purpises of giving efect to any such Jecision, erder or direction under Section
117(A). Similarly, an appeal lies ;co the Appellate Board from any ﬁecision,
order or direction of the Cantroller «r Central Government under Sections 15
b 19, 20, 35(4), 28, 51, 54. 57, 60, 01, 63, 66, 69(3), 78, 84(1} 1o 84(5). B5, 88,
91, 92 and 94.

It is noteworthy, that no appeal ts provided againat an order of deemed
abandonment of the application for patent which is passed under Section 21
of the statute.

1. It is apparent that by an order of deemed abandonment, substantive
rights of the applicant claiming entitlement to exclusive rights for its
invention are denied.

It is also necessary to examing the provisions which provide the
limitation for patting an applicadon for patent in order. Section 21 of the

Tatents Act requires the applicant to put an application in order for grant

W F. (C) Mo. 5335/06 FageMa. 7 of 21



“within the time praseribed”. The word ‘preseribed’ is defined under Section
2(1)(u)(c) to mean that it is preseribed by rules made under fhe Act.

tole 24(B)(43(1) and (ii} provide the pericd of six months extendable by
a period of three months for responding to such objections as are
communicated on an examination of the patent application.

Section 12 of the Act raquirss examination of the application and

issuance of the examination report within three months of the daie of
reference of the application for examination.
20, The statute has provided that an applicant wnakes a request for
examination of the application as priovided under Sectinn 11-B read with Rule
2J(B)i) which results in the first examination. No statutory provision akin to
Section 12 of t}_Je. Act has been also placed in the statutory scheme which
znables issaance of the second c-::aminaﬁan report. Thercfore, if the
interpretation suggested by the respondents  were to be accepted, it is |
apparvent that the second examinatien report would require to be rejected.
But certainly this cannot be ss Consequently, the statutory provisions
rcquire a harmonious interpretation and not such iﬁterpretaﬁon aa would
result in an abswrdity, The seeond examination report which has been jssued
ol 21 September, 2005 is alse not within the thre= months pericd referred to
for examination of an applica‘lit;m under Section 12 of the statute.

The stabatory scheme provides no procedure or method in which the

second examination report is o be made, served, dealt with or heard by the
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responldents.

21, In the ingtant case, it is not disputed that the first -examination report
wis issued on the 217 February, 2005 within three months of the petitioner's
request which was made on 19* Navember, 200.4.

The petiioner made a request for extension of one month to file his
reply by a communication which was dated 15™" July, 2005,

It is not disputed that the pelitioncr‘s reply dated (7 Septernber, 20085
was within the period which was extended.

The respondents have reliad on a second examination report dated 21®
Szptember, 2005 containing a s=cond sat of objectisns.

The interprel;ation of the statute in the mannper in which it has been
considered by the respondents would require it to be held that there is no
provision for a second set of objections.

2. The respondents have placed reliance on the perind which has been
prascribed u-ndar Secton 24iB)4)(i) and (1) which provide the perioc'l' in
which the applicant has to respond to the examination report and to remove
th: chjections which haw:'béi;-.n pointed out therein.

23. It is noteworthy that the various steps which ars provided under these
rules relate to the procedural aspects of the matter. Section 14 of the statute
is the substantive provision which provides for ccnsideration of the report of
the examiner by the Controller and reads thus:-

“13. Consideration of the report of sxaminer by
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Controller: Where, in respect of an application for a

patent, the repurt of the examiaer received by the

Controller is adverse to the applicant or requires any

amendment of the application, the specification or other

docuinents to ensure compliance with the previsions of

this Act or of the rules made thereonder, the Controller,

before procesding to dispose of the application in

accordance with the provisions hereinafter appearing,

shall communicate as expediticusly as passible the gist of

the sbjections to the applicant and shall, if $5 required by

the applicant within the prescribed period, give him an

opportunity of being heard.”
24. Thus, it is the statutory mandate that when the report of the examiner
received by the Collector iz adverse to the applicant or requires any
arendmant to the application, the specification or osther documents to ensure
compliance with the provisions of the Act or the Rules framed thereunder,
before proceeding to dispose of the application in accordance with the
provisions of the statute, the Controller is required to communicate the gist of
_the shjections and shall also affacd bim an opportunity of being heard.
25, It is an admitted positicn that no opportunity of such hearing was
afforded vo the petidoner either after the petitioner filed its response to the
first examination report or after the second examination repart. The action of
the rzspondents therzlore is rendered illegal for failure to comply with the
specific statmtory mandate of S=cticn 14 of the Patents Act, 1970 and failure to
abide by the principles of naturad justice as statutorily envisaged.

24, It has bzen urged by the petidoner that the abandonment requires a

eonzcions act on the part of the applicant which would manifest his expressed -
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intentiod to abandon the application and that there can be no presumption as
has been drawn by the respondents in the facts of the instant case.
z7. My .attention has been drawn to the observations in Browning
Manufacturing Co. Vs. Brothers Inc. '134 USPQ 231, wherein it was
chserved that the question of abandonment is fundamentally a question of-
intent, though express or implied by achon or conduct.  Abandonment is
never presumed.
28, Akin to the provisions in the jnstant statute and the impact thereof, the
Cinde of Civil Procedure was amended to prescribe the time limit within which
a written statement was requirad to be filed under Order 8 Rule 1 of the Code
of Civil Procedure after service of summaons on the defendant.
29. Ina pronouncement of the Apex Court reported at (2065) 4 SCC 180
Katlash Vs, Nanhku & Ors., it was beld that Order 8 Rule 1 is a provision
contained in the Code of Civil Procedure and belemgs to the domain of
procedural law. It was alsa noticed that the language of the provision was
that although it app-:sinted time within which the written statement has to be
presented apd also restricts the power of the court by employing language_
couched in a negative way that the extensinn of time appointed for filing the
written statement was not b he later than go days from the date of service of
summons. Yet, it did mot i.ts\':lf provide for penal consegquenices o follow if the
time sehednle as laid dosm, iz not observed.

The eourt cited with approval oo the celebrated works of Justice G.P.
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Singh in the titles “Principle of Statutory Interpretatioris” (4" Ediden), 2004,
wherein, while dealing with the mandatory and directory provisions, the
learned author had sbserved thus:-

“The Study of numernus cases on this topic does not lead
to formulation of any universal rule except this that
language alone most often is not decisive, and regard must
be had to the context, subject-matter and object of the
statutory provision in question, in, determining whether
the same is mandatory or directory. In an oft-quoted
passage LORD CAMPPELL said: 'No universal rule can be
laid down as to whether mandatory enactments shall be
vonsidered directory cnly ¢r obligatory with an implied
nullification for discbedience. It is the duty of Courts of
justice t try to get at the real intention of the Legislature
by carefully attending to the whole seope of the statute to
b= considered”.” (p. 338)

"For ascertaining the real infantion of the Legislature”,
points cut SUBBARAQ, I, "the eourt may onsider inter
alfa, the nature and design of the stamte, and the
consequences which would follow from constring it the
onc way or the other; the impact of other provisions
whereby the necessity of complying with the provisions in
question is avoided; the citcumstances, namely, that the
statutz provides for a contingency of the non-compliance
with the provisions; the fact that the nou-compliance with
the provisions is or is not visited by some penalty; the
serious or the trivial consequences, that flow therefrom;
and abnve all, whether the object of the legislation will be
defeated or furthered". If object of the enactment will be
defeated by holding the same directory, it will be
construed as mandatory, whereas if by holding it
mandatory serious general inconvenience will be created
to innacent persens without very much furthering the
ohject of enactment, the same will be construed as
diteciory. (pp. 339-247)

56. In Kailash V5. Nanku (supra), the comt also relied upon the principles
laid down by the Apex Court in {(2002) 6 SCC 33 Topline Shoes Lid. Vs.
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Corporation Bank, wherein a para materia provision contained in Saction
13 of the Consumer Protection Act, 1986 had come up for consideration.
The.court observed that the strong terms in which the provision was

couched were an expression of "desirabilitr’ but do not create any kind of
substantive right in favour of the complainant by reason of delay to respond
to the petition so as v debar the respendent from placing his version in any
circumstances whatsoever.
31.  The court inter alia declared that the object of the provision under
Order & Rule 1 was to curb the mischief of unscrapulons defendants adopting
dilatory tactics. The object was ¢ expedite the hearing and not to scruttle the
same. Therefore, while the process of justice may be speeded up and hurried
bt the faiyness which is the hasic element of justice eannot he permitted to
be hurried. Certain observations of the Apes Cowrt deserve to be considered
in extenso rather than paraphrased and read thus:-

23, All the rules of procedure are the handmaia of justice,

The language employed by the draftsman of processual

law may be liberal o stringent, but the fact remains that

the object of prescribing procedurs is 1o advance the

causs of justice. In an adversariad system, 1w party should

ordinarily be denied the opporiunity of participating in

the pracess of justice dispensadon, Unless compelled by

express and  specific language of the Statute, the

provisions of the CPC or any other provedural enactment

ought not to be construzd in a manper which would leave

the court helpless to meet extracrdinary situations in the

ends of justive. The observations made by Krishkna fyer, 1.

in Sushil Kumar San v. State of B'har, are pertinent: {(SCC

P.777, paras 5-6)
"The mortality of justice at the hands of law troubles a
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Judge's consciense and points an angry interrogation at
the law reformer,

The processual law so dominates in certain systems as to
overpower substantive rights and substantial justice. The
humanist rule that procedure should be the Landmaid,
not the mistress, of legal justice compels copsideration of
vesting a restduary power in judges 10 act ex debito
Justitize where the tragic sequel otherwise would be
wholly inequitable. ... Justice is the goal of jurisprudence
-- proeessual, as much as sabstantive.”

2g. In The State of Purgab and Anr, v. Shamlal Murari
and Aar,, the Court approved in no unmistakable terms
the approach of moderating inte wholesome directions
what is regarded as mandatory on the principle that: (SCC
p- 720)

"Processual law is not to be a tyrant but a servant, not an
obsstruction but an aid (o justice. Procedural prescriptions
are the handmaid and not the mistress, a lubricant, not a
resistant in the administration of justice.” In Ghanshyam
Dass and Ors. v. Dominior of India and Ors., the Court
reiterated the need for interpreting a part of the adjective
Yaw dealing with procedure alone in such ¢ manner as to
subgerve and advanca the cause of justice rather than to
defeat it as all the laws of procedure are based on this
principle,

3o. It is ales o be noted that though the pow.r of the

Court under tha: proviso appended to Rule 1 of Order VI
is circumscribed by the words -~ “"shall not te later than
ninety days” but the consequences flowing from non-
extension of time are not specifically provided though
they may be read by necessary implicatdon. Merely,
becanse a provisicn of law is couched in a negative
lanzuage implying mandatory character, the same (s not
without exceptions. The ecourts, when called upon to
interpret the nature of the provision, may, keeping in view
the entire context in which the provision came to be
enacted, hold the same to be directory though worded in
the negative form.”
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At

Fallowing Kailash Vs, Nanku (supra), Ith(‘: Apex Court in the

pronounceinent reportad at (2003) 6 SCC 705 Smt. Ruii Kusum Vs.

Smt. Kanchan Devt and Ors., expanded the principles laid down thus:-

2

and Anr. v, Shamlal Muraeri aiud Anr. AIR 1976 S.C. 1977

<
-

“10. All the rules of procedure are the handmaid of
justice. The language employed by the draftsman of
processual law may be liberal or stringent, but the fact
remains that the object of preseribing procedure is to
advance the causa of justice. In an adversarial system, no
party should ordinarily be denied the opportunity of
participating in the process of justice dispensation. Unless
compelled by express and specific language of the statute,
the provisions of CPC or any other procedural enactment
ought not to be construed in a manner in which would
leave the court helpless to meet extruordinary situations in

the ends of justice.
00O XXX rwad

14. Processual law is nol to be a tyrant but a servant, not
an obstruction but an aid to justice.  Procedural
prescriptions are the handmaid and not the mistress, a
tubricant, not a resistant in the administration of justice.”

pleased to observe as under :-

“We ust always remsmber that procedural law is
not to be a tyrant but a ssrvant not an obstruction but an
ald to justivee It has been wisely ohserved that
procedural preseriptions ate the hand-maid and not the
mistress, a lubricant, not a  resistant in  the
administration of justice, Where the non-compliance,
the procedural, will thwart fair bearing or przjndice
daing of justice to parties, the rule i3 mandatory, But
grammar apart, if the breach can be corrected without
injury to a just disposal of the case. We should not
enthrone a regulatory regquirement inte a dominant
disderatum. After all, Cowrts are to do justies, not to
wteck this end product on lechnicalities. Viewed in this
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perspective, even what is regarded as mandatory
traditionally may, perhaps, have to be moderated into
wholesome directions ti be complied with in time or in
extended time.”
34. In the vase of Lughu Udyog Bharati And Anr. v. Union of India
arnd Ors,, the Apex Court cbserved :-
“The rules, therefore, cannot be so framed which do -
not carry out the purpase of the chapter and cannot be in’
conflict with the same.”
35. It Additonal District Magistrate (Rev) Delhi Admn. v. Sheo
Ram and Ors., the Apex Court obgerved as under :-
“It is a well-reeognised principle of inferpretation of a
statute that conferment of rule-making powers by an Act
does not enable the rule-making authority to make a rile
which travels beyond the scope of the enabling Act or which
is inconsistent therewith or repugnant thereto. From the
abwove diseussion, we have no hesitation to hold that by
amending the Rules and Formy P-5, the rule-making
authority has exceeded the power conferred on it hy the
Land Reforms Act.”
3é. It would be useful to consider certain para materia provisions in
Trademarks Act, tgag. The Trademark Rules 2002 framed under the
stalutory provisions contatn Rule 50 which is a provizicn for filing of evidencs
in support of an appogiion 1o an application seeking registration of the
trademark.
37.  Sub-rule 1 of Rule 50 pravide that within two months from the serviea

of the copy of the counter statsment or axtendable by one month, the

appement shall leave with the vezistration sach evidenaes by way of an affidavit
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as he may desire to adduce in suppart of his (-pposition or “hgll intimate to
the Registrar or the applizant in writing that he does not desira to adduce any
such evidenes but intends te rely on facls stated in the notive of opposition.
Sub-rule 2 of Rule 56 provided that if an opponent takes no action
under sub-rube 1 of within the ime menticned therein, he shall be deemed tc
have abandaoned his oppaosition.
38, This rule came uy for interpretation before the High Court of Gujaratin
the judgment reported at 2007 (340 PTC 1 Wyeth Holdings
Corporation & Anr. Vs, Controller General of Patents, Designs
and Trade Mark. Placing reliance on the proncwncement of the Apex
Court in 2006 (2) GLR 1312 Salem Advocate Bar Association, Tamil
Nadu Vs. Union of India, il was urged tat the use of word ‘shall’ is
ordinarily indicative of the mandaizry nature of the provisions but having
regard to the context in which it is used or having regard to the intention of
the legislature, the. same can be construed as divectory.

“The court brought ints service the principle of ‘harmonious
construstion® of statutory interprefation and held that sub-rule 2 of Rule 50 is
directory.

It was chserviad that such interpretation would serve the interest of
justice which interpratation w;jul-‘i not take away the power of the Assistant
Regisirar to refase extension of time in a given case.

The court also reiterated the zettled proposition of law that the
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provisions in suboedinate logislation bave to bz in corformity with the
provisions of the principal legislation,
3% A similar issue arose for consideration before the Full Bench of this

conrt wherein the Full Bench was requited to answer inter alia the question as

tb whzther Rule 53(2) of the Trades and Merchandise Marks Rules, 1959 is
directory or mandatery and whethar the Registrﬁ_r‘s rower to extend the time
for filing evidence in support of the apposition 'étands extinguished if an
application for extension of time is not filed or extension is not zranted before
the expiry of the period of two months preseribed under Rule 53(1) of the
Trade and Merchandise Marks Rules, 1959.

4o. In the pronsuncemsnt reported at 2000 PTC 24 (FB), Hasti Mal
Jain Trading as Oswal Industfies Vs. Registrar of Trade Marks,
the court laid down the priciples thus:-

“19. We have considere: the rival submissicns and read the
varicus Judgements. The dstermination of the questions
rajsed would depend on whether Rule 53 (2) can be said to be
mandatory ot merely dirzclory, Mere use of the word "shall” is
not suffickent to treat the Rule as mandatory. Even though the
word "shall" prima facie indicates that it is mandatory, still the
Court must ascertain the real intention of the Legislature hy
looking (o the Statubs as a whole. 1t must also be remembered
that a legal ficion cannct be stretched beyond the purpaose for
which it was enacted. As seen above the legal fiction is not
absolute, It is limnited by the word "unless the Registration
otherwise directs". In cur view it is significant that wherever
the Legislamre intended to prescribe a fixed time, which coald
not be extended, it has specifically s3 dome, The necassary
implication of this is that in all other cises the tinw was not to
be fixed but one which wonld be within the power of the
Fegigitar 0 extend, Undoubtedly the iotention of the
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Legislature was o minimise delays. For that fixed time is laid
down in the Statute itself. However a reading of Secetion 21
itseli’ shows that for provedural matters like filing evidence the
Legislature was not laying down a fixed time in the Statute.
This view is supported by a reading of Section 1¢11 and Rue
106. Secticn 101 indicates that the only circuinstance under
which time cannot be extended by the Regisirar 1s where a
time hus been expressly provided in the Act. Similarly, under
Fule 106 the time can he extended by the Registrar, in all
cases, except for the four, which have bezn mentioned in
paragraph 14 above, It is all the more significant that Rules 53
{2j and Rule 34 have not been included in Rule 106. To
interpret it otherwise would be to add in Rule 106 the words
"or Rule 53". The Legislature has purposely omitied to do so.
It is not possible to accspt submission that Rule 53 gets
ineorpacated in Section 21 If the Legisliture wanted to
provide a fixed term of two months in Sectiom 21(4) as they
have done in Section 211} and (), they would have done so.
This interpretation is alzo borne out by the fact that the
deeming provi- sion, in Rule 53 (2), comes into play only if the
Registrar does not other- wise directs. The fact that the legal
fiction is sulyject o the direction of the Registrar also shows
that it is not absolute but is being controlled by discretion of
Pegistrar. In our view Section 101 and Rule 166 permit the
Rezistrar to extend ime, even though the ime has expired. To
hold other- wisz would be lo negate the words to that effect
used both in Section 101 as well as Rule 106. We are thus in
agreement with the view expressed by the Bombay High Court
and the Gujarat High Court. We disagree with the view
expressed in the case reported in 1978 (3) PLR 148 and in the
Order dated goth January 1995 in CM. (M) 59/95.”

4. This being the poaition in law. it becomes necessary to examine the
spirit and intendment of the stabitory provisions. A Division Bench of the
High Court of Bombay had eccazicn to consider the issue raised before this
court in the context of interpretztion of Section 21 of the Trade Marks Act,

1391 which preseribes the time pariod for fling opposition to registration and
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Rule 37(6) of the Trode Mark Rules 2002 which enabled extension of time for
filing application for opposition. In the judgment reported at 2006 (33)
PTC 321 (Bom.) Sardar Gurudas Singh Bedi vs. Union of Indiu &
Others, the céurt abserved that the .objev:t of the 0ppo§ition wis (o 1naintain
the purity »f the register so that the public should know whase goeds they are
buying and with whom the parﬁcu]ar goods are associated. It was essential
that the register should not cohfain any trademark which is identical or which
s closely reszmbles each other, thﬁt an unwary purchaser may be likely to be
deceived into believing that he is buying the goods of a particular person
whereas he is in fact buying the goods of ancther person. It is this abject
which i3 te be borne in mind while interpreting the previsions so as to
maintain the purity of the register.
On this hasis, the court heald that:-

“....in mafterz of proeedural law courts should normally
read the provisions as directory and the rule should sub
serve the object of the Act and not defeat it or in other
words he in conflict and travel beyond the scope of the
enabling Act. In an exercise in subordinate legislation, it
is not open to the delegate conferred with power to make
subordinate legislation, t make a rule wiach would be
inconsistent or contrary to the provisions of the principal
Act itself. If there be a purported conflict in inter
pratation, to save the rule it is, possible for the court to
read divwn the rule to make it in conformity with the
provisions of the substantive law. Bearing this principle
in mind, let us consider the issue as framed. Is Rule 47(6)
in conformity with Section 21 and if it be in conflict,
whether it can be real down to make it in conformity
with the mandate of Szction 21.

2. The power conferred to file oppasition to
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registration i not merely to the person who is the
proprietor of the mark or claims interest in the mark. The
expression ‘any person’ has to be given a wider meaning,
As the object of the opposition is to maintain the purity of
the register, Shavaksha in The Trade and Merchandise
Marks Act, 1958, Third edition, has observed as under:

The ohject of maintaining a “rade mark register is
that the public shauld know whose goods they are buying
and with whom the particular goods are associated. It s,
therefore, essential that the register should not contain
trade marks which are idemtical, ¢r which so closely
resemblz each other, than an unwary purchaser may bhe
likely to bz deceived into thinking that he is buying the
goods of a particular prrson whereas be is in fact buying
goods of another., .

It is therefore, essential that the vegister should not
contain any trad2 mark which is identical or which so
closely resemblas to each other, that the common-
purchaser may be likely to be deceived by believing that he
is buying the goods of a particular person whereas be is in
fact buying the gonds of another person. That being the
object, the court while interpreting the provisions must
bear that in mind so as to maintain the purity of the
Register.

The expression “any person” would have to be
given wider meaning to include even a consumer and not
neceasarily the proprietor or person having interest in the
mark If this i3 so understood, then the object behind
Section 21 manifests itzelf. The ordinay period for a
person 1o file an objaetion would be three manths. The
pericd for extension of ime on reading of Secon 21 of
the Act could be before the expiry of the perind of three
months or cat be even after the expiry of three months,
At the first blush considering the expression “within such
further period” it would appear thal granting =:xtension of
Groe of one moanth in aggrezate can only be before the
expiry of the period . If it is §0 read, then the time to file
objection will havia-t2 he before the expiry of three months
and the discretion in the Registrar (o extend time is only
before the expiry of thre: months! The rule as framed, if
the conatmction is aceepted, will be intra vires Section 21.
The rule so read would mean that only a class of persons
who had knowledge or were wigilant of the publication
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hefore the expiry of the period of three months, ran alone
apply for extension. The other class of persons whose
attention is drawn after the expiry of three months, even
by a day or though aware for reasons beyond their control,
will be barred from filing their opposition, however
sufficient their canse. Rule 47(6) as now framed is
couchad in the same language as Rule s51(3) under the
Rules of 1955. The said rule was omitted by $.0. 397
dated 237 July, 1969. In other words, the delegate
entrusted o make the rules, itself found that the rule was
acting harshly and cr oppressive and not in conformity
with the object of the Act. The language of Section 21 in

the Act of 1958 and Act of 1999 is substantially the same.

If that be the positicn, the question ‘is, what is that made

the delegate frame a rule similar in language to a rule

which was omitted. No explanation has come from the
Respondents. The section uses the word three months

and such further time of one month, That period can also

be beyond three months. It would therefore have to be

held that the power in the Registrar (o extend the peried,

can he before the perind of three months has expired, as

also aven afler the period of three months has expired. In

such =vent, the expression one month in aggregate will

have to be réad to mean also on the expiry of the period of
thres months. The discretion in the registrar therefore, to
extent the tiine would also be on the expiry of the period
of threea months, Tt is not zs it the Registrar is bound to
zive: a period of one month, It is opan to the Registrar
considering tha facts of the matter, to give such additional
period and if discretion is to be exercised to extend time,

then to grant such time, 3o that it does not excead in the
aggregate one month,  This 18 how the delegate,
understacd the law whan Rale 5103) was omittd in 106q,
in the rules of 1959, The period of one month. in aggregate
therefore, in Section 21, will hae to be read t¢ mean
azgreagte of ome month even on the expiry of the period of
three months.”

1t would be usaful to gdvert to the judicial pronouncement of this court
wherzin the issue as to whether the requirement of making an application

undar Secon 26g UC of the Ineome Tax Act was mandaiory or directory. It

WE {0 o, 6336/06 PazzNe, 2200 31



15 notzworthy that failure to comply with this statutory provision provided for
penal consequences and prescription. The compliance was to be effected
strictly in teyms of the period preseribed under the rules. In this case, the
court held that Chapler XX-C of the Income 'I‘a,;c Act, 1961, is not in any
manner intendedd to prohibit or even regulate the right to bransfer immovable
properties under the gensral law. “The provisiens have been introduced solely
far the purpose of guarding the ecohé’mﬁc interest of the State and the welfare
of the sociely which iz held to ransaom on a'ccoﬁnt of black maney entering the
ceonomy. Only 0 much restricidons are to be read, interpreted and applied
vith cantion as would =nable the akject behind the epactment of Chapter XX-
C Lwing achieved. Else the provisioms of Chapter XX-C may amount to an
unr2asonable and arbitrary encroachment on the rights of the citizens to
enter into transactions relating to immovable property having no nexus with
the object sought ta be achisved and hence would be violatiye of Article 14 of
the Constitution. The judgment of the Division Bench was 1eperted at 1999
(236} ITR 793 Ansal Properiies & Industries Limited vs.
Appropriate Authority & Ors.
Upon & consideration as ta whether the time for submitting agreement

in Form 37-1 was mandatory or dirsctory, the eourt held thus:-

“The tme of ﬁfte;':n days as appointad by rule 48L is

directory and not mandatory. This we say for many

reasons, The law newhere provides that in the absence of

the proforma agreement being drawn up pursuant to the
private agreament between the parties or the same having
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not been filed before teh appropriate authority or the
samme baving heen rejectd, the private agreement (oral or
in writing) as cotered into between the parties is
rendered void or stands vitiated in any manner
whatsoever, On the general law relating to transfer of
property as contained in the Transfer of the Income Tax
Act and the Contract Act, etc., the provisions of Chapter
XX-C of the Income Tax Act can make an inroad ouly to
the extent zpecifically provided for an not bermond, The
only penalty which the parties to a private agreement
suffer by not complying with the provisions of Chapter
XX-C where its applicability is attracted is that a deed of
transfer pursuant to the agresment should not be
registered. However, the rights and obligations incurred
by the parties to a private agreement do not fall to the
ground and are not avoided.
ook at it from the point of view of securing a
specific performance of a eonfract for sale through a court
of law. The parties having entered into an agreement,
one of them may resi’e from the contract and may not
agree to the proforms agreement being filed before the
“appropriate authority. The party in breach may be sued
by the other party in a cowrt of law and having been
successful may have a deceree for specific performance of
the ¢ontract for sale. By that time a peried of y=ars and
months, much beyond the period, of 15 days, may have
rolled by, If the period of 15 days was to be caleulated
from the date of the agreement or the period of 15 days
was to b held mandatory then the said period having
expired, compliance with Chapter XX-C would never be
secured. The decres would be rendered a waste piece of
paper.  The Registrar of Dzeds would not register the
documernt exectted in execution of the decree, On the
otbher hand, if the peried of 15 days has to he caleulated
from the date of the proforma agreentent heing drawn up
then on the decree for gpecific performance having been
passed, on behalf of the JD the proforma agreement shall
bz signed by the perzan authorised to act on behalf of the
JD and complianee with Chapter XX-C shall be secured,
alzo, the decree will e successfully executed. Any other
intzrpretation would result in the valuable right of
spzcific performance of a contract fox sale of immavable
property being dafzated; a sitwadon which leads to
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anomaly and certainly nat contemplated by law.

There iz no res judicata so far as filing of Form No.
37-1 is concerned.  One form having been rejected,
another could be filed s long as the parties are agreeable
with each other and are prepared to honour agreement.
If a new agresment could bz enterad into by the parties
and filed before the apprepriate authority within 15 days
from the date of entzring into thereof why not permit an
agreement already entered into being filed, though
beyond 15 days. :
© - Amere delay in filing Form No. 37-T does not defeat
the ohject sought to be achieved by filing thereof. On the
other hand, the oljject is fulfilled. Excludiag Form No,
37-I from consideration on the ground of delay would
result in the transaction for transfer of immovable
property being excluded from the tax net and considered
by the appropriate authority. On the other hand, if the
form is permitted to be filed even with delay the object
sought to be achieved by Chapter XX-C is fulfilled. The
delay does not make a Jifference. The preseribed
limitation of 15 days is, therefore, directory.”

;12. In the instant case, the second examination report has been made
available to the petidoner long after the period preseribed under Section 12 of
the statute for issuance of the examination report is éwer.

1t is an admitted position that the ohjecions which have been notified
it the communication dated 21™ September, 2005 were new and technical

objections.

42. The petitioner has contendzd that these objections including those
raiszd under Secticn 3(FY of the Act were raised .for the first tme and
required prober technical L:ESpanses which conld not have been given

casually, Counsel] required consnltation with the petitioner on the responses

which have ta be submitted thereio.

s
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44. It is further urged that no action rejecting any application or accepu'nvg
- the oljections or the examination reports could have been taken without
compliance of Section 14 and affording a hearing to the petiioner. There is
tharefore substance in the contentions of the pefltion.er and the order was
switainable for failure to comyly with the statutory mandate.
45, ;_ Even otherwise, the Rules preseribed that under Rule 24(B}{4)(ii), the
p-t-tiﬁcunr:r would have hzen entiled to request for a period of three months
for removing the objections.

The petitioner requested for grant of one month which was granted to
him. This extended period was expiring on 21% September, 2005. So far as
the statatory scheme was concerned, the petitioner had still available to it the
period of two months within the exiendable period. Therefore, for this reason
ag well, the action of the respamdents in treating the petiticner's application
for grant of patent as having been d=emed to have been abandoned on the 21¢
September, 2005 s unjustified and unwarranted.

4. In view of the abave discussion, it has to be held that having regard to
the spirit, intendment and purpose of the sattue, the requirzment of Rule
2B 4)(i) and (i3 and the time sipulalion, therein is directory and is not
mandatory.

47.  Even atherwise, Rule 135 has to be understood as it existed at the
relevant time and reads thus:-

“138. Power to extend Gme prescribed: (1) Saveas
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otherwise provided in thé rules 24, 55 and {o(1)A), the time
presaribed by these rules for doing of any act or the taking of
any preveeding thereunder may be extended by the Controller
for a period of one month, if he thinpks it fit to do 20 and upon
sich terms as he may direct.
2) Any request for extension of time made under these rules
~ shall be made before the expiry of the prescribed period.”

Therefore, the Controller is adequately empowered to extend the time for a
periad of one month if fit to do 20 and upon such terms as may be directed. The -
anly exception which has been provided to exercise of this pawer iz contaiped in the
iz iczelf which has clearly provided that the eﬁension_ i3 restricted to rules 24, 55
and 80{1)(A).

A2 Rulz 24 relates to publization of an application and preseribes the period of
18 menthis for which the applicaion would net be open to the pubdic.

Fule 55 provides the period within which oppnsition by representation
against grant of the paleat is to bz effected while Rule 8al1)/A) provides the period
fur payment of renewal fees.

There 5 no reference to the prescripton under Rule 24(B)(i) and (ii).
Therefore, it has to be held that even otherwisz Rule 138 would adequately
ernpower the Controller to extend the period for dning of any act or taking of any
procesdings within further pericd of ane mmonth in addition to the period preseribed
under the other rules.

49. Even otherwize, there is no evidense that the petivioner has failed to take
2ction within the period preseribed. The request fir the emll'uinaﬁs:»n was made
within the statutory pericd. Thz petiioner asked for only one month's

extension of time for making itz response by o coramunication submitted as
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back ax an 15% July, 2005. Such communication was addressed well in time.
inastuch as the period was expired on 21* AugusL 2008.

50 The petitioner filed its response on the 17 September, 2005 to the first
examination report. In this hackground, it certainly cannot be contended or
held that on 21% September, 2005, the petifoner wouid b2 deemed to have

abandoned its application for the yeason of non-respense te a communication

f the same date which had not even been se.rv_ed upon the petitioner.

In any case, the petibieaer having submitted the reply barely four days
before, it is mast unreasonable to hold that there was anything which could
lead o the conclusion that there was desmed abandonment of the petiﬁdner's
application four days later.
g1.  Mr, J.P. Sengh, leurned counsel for the respondents has contended at
length that the petitioner has admitted that in furtherance of the letter dated
17" September, 2005, its agent went to the office of the respondent no. 2 o
21" September, 20035 in order to defend its application and address all
outstanding cbjectionz as raised in the first examination yeport of 217
February, 2005.

o, I find that the writ petitionsr has contended that despite diseussion with

O

the respondent na. 2 oo 217 September, 2005 meeting all the objections as
contained in the first examination rveport, the letter was sent to the
petiioner's agent on 217 Septemiber, 2005 which was only received by him on

24™ September, 2005,
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The petitioner has contended on affidavit that no furthe: objection was
communicated to the petifoner's agent despite its physical presence there on
the 21% of September, 2005.

53. The submission on behalf of the raspondents is that the petitioner or its
agent pught to have volunteered to respond to die second examination report
when they ware present in the office of the respondent no. 2
54. This would certainly have been possible if the petitioner or its agent
were aware of the second examination report and the further objections. The
respondents have not urged that the second examination report was made
available to the petitioner or its agent on the 217 of Septemkber, 2005.
55. This discussion would be incomplete withowl  referring to the
discretionary powers of the Controller provided in Section 8o of the Fatents
Act, 1970 which reads so -

“Sectiom S0 — Exercise of diseredonary powers by Controller

Without prejudice to any provision contained in this

Act r2quiring the Controller to hear any party to the

proceedings thersunder or o give any such party am

opportunity tn be heard, the Controller shall give to any

applicant for a patent, or for amendment of a specification

(if within the prescrilw] tire the applicant so requires) an

opportunity to bz heard bafore exercising  adversely to the

applicant any discretion vested in the Controller by or under

this Act .

[Provided that the party desiring a hearing makes the
request for such hearing to the Controller at least tep days
in advanee of the 2xpiry of the time-limit specified in respect

of the proceeding.]”

Therelore, the petitioner could have asked for a hearing which the
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Contradler would have been Statub)l‘ﬂy required o grant.  Such opporiunity
conld have been asked for i]pon receipt of the first examination report or even
after the, receipt of the sceond examination report. However, from the -
schedule set down by the respondent and the manner in which the
respondents bave proceeded, there was just no occasion for the petitioner to
excreise such option
gf.  Pule 126 of the Palents Rules, 2003 was inserted by the Patents
(Armendment) Act, 2002 dated £5™ June, 2002 with effect from the 20 of
May, 2003 which provides thus :-.

“12¢. Exercise of discretionary power by the controller —

Before exercising any discretionary power under the Act or

these rules which is likely to affect an applicant for a patent

oT a party to a proceeding adversely, the controller shall give

such applicant or patty, a hearing, afier giving him or them,

ten days notice of such hearing ordinarily.”

This statutary rule casts a duty »n the Controller ta give a bearing to an.
applicant, before exercising any Jdiscretionary power, which was likely to
affzct an applicant for a patent adversely.

57. The petitioner has been deprived of these apportunitizz as well befare
taking the advc—.i‘sé agtion azainst the petitioner.

59. From the facts noticed hg;ereinabo'."::»., under Rule 24B(4)(ii), the
petiioner could have asked for an extension of fime for a period of a month at
a time tilla total period of three months expired e, il 21% November, 2005.

Cevtainly te treat the petitioner’s application as having been deemed to have
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Leen abandoned on 21% of Seplember, 2005 was wholly unwarranted and
improper.

Far all t_he.se reasons, this writ petition deserves to be allowed.

The communication dated 21 September, 2005 issued by the office of
the respondent ni. 2 o the extent that the same results in deemed
abandonment of the petitioner's apblication i hereby set aside and quashed.

The petitioner is permitted to submit its reply to the objections pointed
out by the respondents in the communication dated 21 September, 2005
within four weeks from th: passing of this judgment.

The respondents shall furnish appropriate oppoertunity to the petitioner,
bosth written a3 well as by oral hearing, in aceordanecs with the statutory
msndate and thereafter praceed to pass appropriate orders on the petitioner's
application seaking grant of the patent.

This writ petition is allowed in the dbove terms.

GITA MITTAL
(JUDGE)}

Fehmary 25, 2008
SD
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1§ the High Court at Calcutta
Special Jurisdiction
Original side

Presents
The Hon'kle Justice

sutkiro Kamal Mukher]es.
August 1,2003. ‘
gust Ze Fhilips Zlestresdes LoV, ...  Appellent

Vs,

Controller pi Patents & Dezighs & Orge ... Ratordentse

For appellant? l'ir. Sudipta Sarkar
;‘,lg. Anirudlha Boue

Por respordantss Fr., I,F.Miherjee

fHzard ons July 11, 2003

Judgment ons  Auigust 1, 2003.

Suiheo Famal Makharjes, J.3 Tniz iz an appeal ugalest an ondser
datad March 27, 1996 concerning a applicatien foer patent Heirgy no.
21§/Cal /%5 Agted March 1, 1995,

On May 26, 1590 the appellant through its Latent agent and
constitute:i a£t01 ney £iled an applicaticn for Patwnt. Tte sald erplica-
tion was examdrned by the Zxaudiner of Patents and Dad,gns attaclea to
the o_‘fi_.ce of the :es;_:ondmt;no. 1 and cbjections were raised on the
ground of ﬁlu:aiit); of inventich.

On March 1, 1895 the g3i1d agant of the petitioner £iled two
divisional eppli\,at.iom in resreCt. of the invention Jdiscloesd in the
specification.s ah:eaay filed in the ratent office in‘fompection with
‘the earflier application and the seid applicationg varg. Togistozed. in:



2.

the ofZice of the réspondents being nos. 217/CelS5%5 and 210/Ca)/95.

In this maktar I am concerned wich che application for patant
peing nos 218/C41/95.

<n Jul}'r 1?.'] 1995 an applicacion for avardment of tha satd applicatior.
for patert was £iled, ,

Cnr sugust 2%, 1396-the ZRaninsr of Patents attached to che office
of the Controller pf Patents aty! DesiWns rél:u:nad the srecificaticrns
ané drawings fcr-cmemd;aent rolinting cut certein defectss It was, fi.u:the.r.
contezﬂed' that urlzzs sll the requirements undsr the seld Act and the
Rulee framed therenrder wece complied with within 15:(215 gen} months
Excm th: Jdate o the =zald statsament, the-gpplicatipn wougd be deemad
to havé bemn atardohede N

on Peb{:ua{'} %, 1997 the agaent of the sppellant forwtrded certaln
documem.s for the consideration ¢f the Controller of Patants and Designs
ard reguested h.im!:c accapt the Frayer of “the aprellante

on Ferruary 27, 1958 the Examiner of Petents and Deaiyns informed
the agent of the sppeilant thet the claim of the cppi(ll'ant did nct
suificiently Qefine tha invention.

By a letter dateld Ferxuary 27. 1998 the agent of the appellant
Guly Adealt with the chjections ralsed by tis respondents. The seild letter
" @ated February 27, 1998 issued by the spent of the gprajlaht has been
arnaxed as annexure ‘1’ 3t page 202 of the mrasent application,

Howaver, on Marclh 27, 1998 the re.sr:.sﬁiem: no. 3, on behalf of the
respondent noe 1, infeormed the ggent o} the .sp_poJ.‘J:qi:; that the arplication
filed by the esppellant wes not put in ccder for accepbases within the time
stipulated in section 21 of the 5ald Act @nd shwach ‘Sheald soplication v
has brecumwe dsem:d to have bewn abandoned undar the Doosdziour of tha
section 21 of the sald Act and that hp further actimugn: whe same

Y,
‘.‘v
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could be taken.

Seing aggrizved the apellant has cofe up pefore this coixrt.

The maln concentiorn cn kehalf of the agppzllant was that the
a}l.thofi ties corcerned took the decision mechanically and without any
application of wind fngsnech as the order impaguned contents no reason
fcr rejection of the applicstion £ile@ by the apgellant,

Mr. T.F.Mukharjee, lgarred advocate, appearing or rehalf ¢f the
rgsmndantS; submi tfed thac thistgppeal is inconxﬁt'ent inasmach ac the
ordzr ilmpujoed h&sj[e.‘;‘an passed under section 21 ¢f the Patents het,

1570 and there 13 'i::: provision undsr the sald ket for £iling of an
arr<al gyainst an order porsed under the sald section 21 of the seld
Act.

Trhic appeal.is directed agsinst an orger dated Msrch 27, 1998 and
has kean f\iied in this court on June 23, 1998, Therefore, this apreal
is to be Gealt with under the provisions of the Patents Act, 1570 as it
etoold pricr.to smépdment of the sai.dhct bg the Fatents (mi:imt.nt) Act,
2002, .. o o : o

section ei i:f,"!trﬁ;.said At described the persona, who were entitled

to apply for patents and section 7.of the said Act prescriped the fom
of such application. Urndar section 12 of the za1d Act the arrlications
and the specificationa relating theretc were to he exanined by ano exami-
mer for wakiryg a report to the Controller io raspact of certain matters,
Unier gsection 15 of the sald Aot where the Controller wae satisfied thst
the application or any specification filed im purguance ther-of 4id not
comply witll the requiramant of tne said Aot or of amy Rules made there-
under, ths Sontroller might. edther refuse to procesd with th;a applice~-
tion or rejuirad the spplication, sSpecification or drawing to Lo
amerdod tw hiz setisfacticn hefore he eould [:-zocead‘fu_xjtha:r ‘with the
application. Unler section 21 the timm Sor pucting tha arplication in
ordsr for acceftance has been prascrirdd.
In my view, it is pecassary to quote the provisions of gectiiong
© 1% anl 31 23s thoy stond prior to the acandmsmec of the-said Ast by the

Paternts (Amendment) act, 2002.
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“15, Power cf Conktrollzer £o refuse or rpaquire gnended applications
in certain cageg (1) Whers che Coatroller is satisfled that the applica-
tion or any specification Eilei iy pursuance therect 2pes nOL Canply -.u‘.tﬁ
the reguirenants of this Act or of amy rules made thagender, the
Cantzollcf may eithoer.

{2) refuse to proseced with the application: or

(o) require the application, specification or drawifgs to b=

amdnded to his gatlsfaction hefore he proveeds with the

applicaticng’ |

{0) I 4% appears to the Controller that tiae imvention claimed
in the specification 1s nct an iavention within the meaning of or is .
not patentatle un,:{ar thils Act, ho shall refuse the application.

(3) If it appears to Ame.‘(:mtxoller that any invention, in
respec“tof whiqh _r.n-g[:-;»li'cation for a patant I8 mede, nmight be uead ir
any manner ccnt;:a.ry to law, he may refuse’ the ‘arplication, unléss
the sfocification is amended by the 1naartiion ef such discla.imer
in respect of that use of the invmtion, or such gther referance
to the i\llegalj.t{ tkiéruof as the gantrollar thinks Eit."

*21. Time fnr putting appliu.aticn in order for ace eptam.e
(1) in agplication fcr a ratent shall bo daencd to have bem
ahandot.u;'d wnless within fiftecn months frem the date on which the first
statcpent o_f.o?;jéctions to the application or a:mplete'apéciflcat'ion
iz forwarded by the Controller to the applicant or witl;xin sach
1ong~3r period gzs may ke, allowed under thoe ‘ollowiug rovisions of
this sestion the applicant has ccmpuad with 41l t.-.ho roquirenmts
dmposed on him by or und_er. this Act,. whether in conmaction wiith
tiw complete gpacification or pcherwise in relation to ;:ha
application. .

Explenation - Where the application or amy speg;ficatiqn
or, in the zse of a cgaow r.ntiov eprlic«tic-n, any doc.;umé;ﬂ: led
as part of the gpplication has been raturned €o the a;g;,tca,nt by
the Controller in the courge of the procsedinge; the ant
shall not pe dexmed tC have compiied with gach requ;l.ggq:: ‘unless
and until he jms refiled it.
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(2) The pariod of fiftesn months specified ir subesertlon (1)
slall, on rejusst made by the gpplicant in the rrescrived manrer and
kefrnre the expiration of the pericd so spenifi=d, pe extzndald for a
further perisd zo reguestad {(hersafter in this section refarred to as
the axtendr.sd pericd}, s0, however, that the tctal reriod for camplying
with the reguiresents Of the Controller doss not =xceed cighteen meaths
frow the date on which the opjection xeferréd to in Sub-se:tion (1)
are forwardal to tm’ arflicant.

{3) 1£ at :'.hé en';-i.cal:ion of the pericd of fiftoan mont.hs specified
in sutﬁ'so:c.ion 1) or the extmdo.’l [ericd .

{a) an appeal to ch2 digh Court is pémling in respect of tha

application for the patent for the main iovention, or-

() in the case .of an application £0r a petenc of addition, an

appeaJ: o ¢he Hlgh Caart 15 pendili) In respect of either that

applicstion or the application for the maln inventione
the time within which the refulrenents of the Centroller shall ~ be
canpliel with shall, ou ‘an application mede by tha dprlicant befcre the
expiration of thy 84:[4_ paciod of. 'fi.!tean months or the axterded _,a:icﬁ,
as the casé. may. be, bo.extendel. until: such- date as the High Cm;t may
determine.

(3) If. the time within which the apreal montionad .in Suh~csoction
(3) may be instituted . has not expired, ‘the Controller may exctend ths.
parisd of fifcoun mniths, of as thAaﬁ’ case mgy ba, tha extended gericd,
until the expiration of such further period 83 he may Aetermine,

Provided that if &n appesl has begn £1lled during the sald
further poriod, and tha High Court has granted any extcns‘ion";or tme
£or cwplying vith, -the. requl ramenke: of .the Controller,. thoz), the
zﬁquirements may be cowplied with within the +ime granted by the Court.®

In this. cusa the: Cont;olle::.upon rec‘eivf.x'rz a peport from the
oxeiner: uttav::ha‘i with ‘his offica found that the aﬁpl!.cado'n‘uaé ‘mot In

ordar. - He, thersiore, directsd- esmabduent of the arplicatidd)’ before
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proqeedipg further with the. sald application. The office of the
Controller of Fatents and Dasigns. on. Beboulgy 27;-.1998:again ralsed
cartain cojevtions congerning the applicution £11éd by.. the appellant.
The agent of the agppellant in his lettsr dated FPesbruary 27, 1998 duly
dualt with the oa:)ertions raized by. ths office f the Controller of
Pateuts and Jsigns, I have slraxly inr:llicated herain atove that the
23id lotter of the ajent of the appellant hags kadn .annexed as anpesnrd
'I' tc the pre:e‘n; aprlication.

' Uaforta:n;if;aiy, t‘he order dated Marzh 27, 1998 ¢oncents oo reason
to zhow that the sald oréer haz been paasseld upon proper application
of the mind:inasmuck as it doss hot argaw from the order impagned that
the suthority soncemmed zonsidersd the clarifications given by the agent
of tha a;-]?el_lant in the letter dated Petruary 27, 1998,

I zn unanle to  acewpt the contentlons of Mr. Mukherjes that the
appeal is ot mairtaingkble. The Connroller 4id noﬁ ‘refuge Lo procesd with the
epptdcetion, Tt reyuired the gppiicant to awend the appl!f:tim to the
satisfaction of the Controller 5o thet the Cantroller could procesd '
further with dhe h(:-pilcation.'Sa-:tic-n 21 provided for the time to rat
in the appllication ir orler. The ajant of the appellant on Felwuvary 27, 1998
tried to explein tha ohojcctions raised by the gffice of the respendant
noe I« The ftapugned order has beanr passel without cons idaring such
explanztions offered my the agsnt of the appellant. TI;D responiant no. 1 by
the order impugnel refused to procesd furthner with.the.applicaticn.

In my view, the order impugonad s appealatl:s under seftion 11i of &he
said Act.
The Supreme Court of Ipila in the casé of Mahqxahtéa State Board of
Secondary and Higher Secordary Bsucation va. E,S.Gaodhd .nd’: others reported
in 21991) 2 3CC 71§ ctzervad as under.
"Mas it 1z seteclad law thst the reasons ape-Raehingsr betwean
the mind of the maker f the arder to the centrovergy in Quastion and
the decision or cancliusion arrived at. It slso excludas. the Chances to

reach arbicrary, whimsicel of capricicus fecisian o:-f.@q#;lusion. The reagons

P



assure dn ipxulle m.prort to the cmclesion/decision regched. The -
ordar when it affects the right of a citizer or a [erscn, I1rrespectiv
of the Saci, whaether it is gquasi-judicial cr adminiatxativ'e'fair ey
rejuires recording of gérmane and relavant Precise reasonc. The
recording .of i:eusog:s i3 also en a.sx_surance that the author ity :oncorried
conscicusly arplied itz mind to the facts on record, It &lso aid; the
appeilate or 'raviéioualAauctbrity of the suﬁe-rvisory Jurisdiction f ¢
High Court u.nﬂ_a;}‘r‘t;icle 226 ox the‘appoliate Jurisdiction of this
CTourt wider Article 136 to 9ee whethar the authority concerned acted
fairly.&nd jnstly £o mete cub justice ¥5 the agurlieved persond”

Since tha grde.: nas m:n passed without recordling any 1zascn

showing application of mlad by the ahttbrithomemﬁ. I set s3ide th
order impugned and remit‘.tha mateer back tc the Sontrollar of Fatents
ard Dasigns for dc\.ision afrash in accordance with law. Tha Coitrolla
1o Five awn etreviuailyg o the appeslnud er B 2geul omad
cf Fatents and Dasigns 1s c.:Lrec :9 sbc rass & reasoued anl OI:ea}.j‘.;:s‘h“\‘“g
ord 1er if this pehalf within two months From the date of codmunication
of ‘this order to him.

By way bf &bunc]ant caution I ngke it clear thac I have noy occas
to go into tho merits cf the clalms and the ccunter c¢laim= of the part
and all points are kept open to ke decided by the Controller of Fatent
and besigny in a:cor.danée with law 2nd oo merits.

The apreal 1s, thus, alloaed-

I make no order as toc costs,

xerox certiried cofy of chis juigment apd ordar, is applied

for, is to e supplied expeditiously.

Surphro Fanal Makherjoec

{ suhro Famal Mokherjee, J,)
Lgter,

Aftar th® judgment and order iz pranounced, Mr. Mokherjee,

aprearing for the regpondsats, prays for stay of the oporstion of the
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said judguent and order. Such prayer is considere? ard is

rajacted,
Subhro Kamal Mukherjee
(' Subhre Famal Mukherje ey 3; )
‘3 .
tnf?
Sks.
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